^Jul 22. 2005 2:39PM 1N6RASSIA FISHER & LORENZ PC 



No. 1361 P. 1 



INGRASSIA FISHER & LORENZ, 

7150 E. CAMELBACK, SUITE 325 
SCOTTSDALE, ARIZONA 85251 
Telephoae: (480) 385-5060 
Facsimile: (480) 385-5061 



P c RSCEIVEO 

• CENTRAL BkX CBiTER 

JUL 2 2 2005 





FACSIMILE TRANSMITTAL SHEET 

X 


to: 

Kumar, Srilakshmi K., Examiner 


S. jSlga Pite, R*^. No. 38,579 


COMPANY: 

USPTO 




DATE 

JULY 22, 2005 


FAX NUMBER: 

571 273-8300 




TOTAL NO. OF PAGES INCLUDING COVER: 

9 


PHONKMVMDER: 

703^308-4357 




SENDER'S SEFESENCE SUMBER: 

028.1108Z1 



RE: 

Notice of Appeal; 

Pie-Appcal Brief Request fot Revise, 
and 

Aiguments Accompanying Pre-Appcal 
Brief Request for Review, 



RECIPIENTS RBFBimNCE >rUMBER: 

09/176,639 



URGENT 



FOR REVIEW 



PLEASE CONfMRNT 



PLEASE REPLY 



PLEASE RECYCLE 



NO'rE$/CO- 



MTSj 



EXAMINING GROUP ART UNIT 2675 

FORMAL COMMUNICATION 
INTENDED FOR ENTRY 



THIS M£SSA<;k I$ intended OSLY FOR TIEE USE OP THE ISDIVIDUAL Oft KN-TrTY TO WHICH IT IS ADDHESSED. AND MAY CONTAIN' 
tS-pORMATION THAT TS FMVJJCECED. CONFIDENTUL ASD EXEMPT FROM DISCLOSCR£ UNDER APPLICABLE LAWS. IF THE READER 
OF THIS MESSw^GB IS NOT THE INTB\'DE£> KKCTPIENT* OR THE EMPLOYEE OR AGENT RESPONSIBLE FOR DELJvkrinG THE 
Mi-U^ACF. TO THE INTENDED RECIPJENX VOU ARE HEREBY S'OtrHKn THAT .\NY DISSEMINATION, DISTRIBUTION OR COPVIS'O OP 
THIS COMMUNICATJON \$ STRICTLY PROHIBITED. IP YOU tLWE RECEIVED THIS COMMVNICATION IN ERROR. PLE.\SE NOTIFY US 
iaiMEDL\TELY BYTCLEPHONR XVD RRTUHN ORtCXNAL MESSAGE TO US ATTIIE ABOVE ADDRESS VIA U.S. MSTaI. SJxRVICE- 
TfilANK you. 



PAGE W RCVD AT 7122/2005 S:43:S0 PM [Eastern Daylight Time] * SVR:USPTO-EFXI^-af26 * DNIS:273S300 ' CSiD:48038550(1 ' DUIiATION (inm^):02-28 



Jul. 22. 2005 2:39PM INGRASSIA FISHER & LORENZ PC 



No. 1361 P. 2 



PTO/Sa/21 (09-04) 
Approved tor uee through 07/31/2006. 0MB 0651-0031 
US. Patem and trwiemftit Office: U.S. DEPARTMENT OF COMMERCE 


TRANSMITTAL 
FORM 


Appscation Number 


0flt/17B.63B ^\ 


Fning Datd 


10/20/1938 


RfBt Named Invanvv 


Richard Rotort Sohedhfvy 


Art Unit 


2675 


Examiner Name 


Kumar, Srilakshmi K. 


TotQl Number Of Pages in This Submiasion 


8 


Attorney Doctcet Number 


028.1 1DBZ1 ^ 



ENCLOS URES {Check aJt that apply) 



□ 



□ 
□ 

n 

□ 
□ 



Fee Transmittal Fomt 
Q Fm Afiachad 

Amencfment/Reply 

Q After Final 

I f Affidawts/dodara2lon(&) 

Extension of Time Raqudst 

Express Abandonment Request 

Informatton Dlsdofiuro Statement 



Certified Copy of Priori^ 
DocumBrTt(£) 

Repiy to Missing Parts/ 
incomptiete Application 

□ Reply to Missing Parts 
under 37 CFR 1.52 or 1.53 



□ 
□ 

□ 
□ 

□ 

□ 
□ 



Drawin9(e) 

LloensIng-rBlated Papers 
Peetion 

PetiOon to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondancd Address 



Terminal Oisdalmsr 
Request Ibr Refund 

CD, NumbsT of CD(s) 

[ I Landscape Table on CQ 



IZl 
□ 



Aftar Allowance Communication to TC 

Appeal CcHnmunlcatlon to Board 
of Appeals and Intarfsrances 

Appaal Commurtcafionlo TC . 
(Appeal HtMce, Brief. Reply Brief) 



Pnoprtetary Inroiiiiulioji 

I I Status Letter 

0 Other Endo3ure(s) (please Identify 
below): 

Pre-Appeal Brtaf Request fbr ReWev/; and 
Arguments Accompanying Pre-Appeal Brief 
Raquast for Review. 




SIGNATURE OF APPLICANT. ATTORNEY, OR AGENT 



1 Firm Name 


Ingrassia Fisher & Lonanz PC ^ 


1 Signature 










1 Printed name 


S.Jarad Pitts CD 








1 Date 


July 22. 2005 






J Reg. No. J 38 



CERTIFICATE OF TRANSMISSIONMAILING 


t haraby certify that this conespondence Is balrrg facsimile transmitted to the U5PT0 or deposited with the United States Postal Service with 
fiufflclarn postage as first class mail In an envelope addressed to: Comnrosioner tor Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on 
ths date shown below: v . y^A// 


Signature 




^yped or printed name 


S. Jarad Pitts 


Date 


July 22, 5005 ^ 



ThJ3 cdtectton ef tnforma&on i$ rvqUred by 37 CFR 1.5. The Infoimatlotn 1$ required to obtaiA ot retain a bsnefit by the pubSc ^ch Ea to Hla (and by the USPTO to 
prooBEB) an appfcstion. Confidentiality Is sovemed by 35 U.S.C. 122 arkd 57 CFR i.ll andi.u. TW* collection is Wtimaled to 2 tiours to oGmplBle, tnduding 
gatheilng, preparfaio, and submitting tha oompreted application form to tne USPTO. Tiim w^l vary depending upan the indMdLiai case. Any comments on ths 
amounf of tima you require to complete this fomi andtor suggestions for [Bdudng ihla buirian, ShOiM be *ent to the Chief Infonnation OfBoer. U.S. Pstem arid 
Trademark Office. U.S. Dflpatment of Commanse, P.O. Box 1450. Alexandria. VA 2231}-1450. DO NOT SEND FEES OR COMPLBTED FORMS TO THIS 
AODREsa SEND TO: Commissioner for Patents, P.O. Box 1450» Alexandria, VA 22313-1460. 



tfyou need ass^ianee In oomi^'ng tho ibmj, caff 1-e00-PTO-9199 and sslact option 2. 



PAGE 219 ' RCVD AT 7/22/2005 S:43:S0 PM [Eastern Dayflght Time] ' SVR:USPTO-EF](RF-6/26 * DNIS:2738300 ' CSID:4803855061 * DURATION (min-ss):02-28 



Jul. 22. 2005 2:40PM IN6RASSIA FISHER & LORENZ PC 



CENTBALfi^ CENTER 

-^UL 2 2 2005 



Doc Code: AP-PRJE-REQ 



PTO/SB/33 (07-05} 
Approved nr uM UVOiig)! xxte(/20Qx. OU B 0S51 -QQioc 
U.S. Patent and Trademark OHIce; i)& DEPARTMENT OF COMMERCE 
Under ttie Papewwrfc Radudion Act rt 1 flfli, no peiaona are required to ie»pcnd to a ceilecBen ef iitfonnaSon urtesa t diapJaifs a vBid QMB aantrel numb^ f. 



PRe-APPEAL BRIEF REQUEST FOR REVIEW 



I hereby certify that this comaepondenco i6 D^ing ddposrted with the 
United States Postal Sarvtce with GufBcfent postage as &9t ctass rraH 
in an envelope addressed to "Mail Stop AF. Commissioner for 
Patents, P.O. Box 1450, Alojcandda, VA22313-145tr \Z7 CFR 1.8(a)] 



on 



July 



Signature. 




2005 




Typed or printed 



name 



S. Jared Pitts 



Docket Nmnber (Optional) 
028.II08Z1 



Application hhjmbdr 
09/176,639 



Fifed 

10/20/1998 



First Named inventor 



Richard Robert Schediwy 



ArtUnft 



2675 



Examiner 



Kumar » Srilak$bmi R. 



Applicant requests review of the final rejection in the above-identrfied application. No amendments are being filed 
with thfs request. 



This request Is being filed with a notice of appeal. 



The review is requested for the rea8on(8> stated on the attached $heet(9). 
Note: No more than five (5) pages may be provided. 



I am the 



I I applicant/inventar. 

□ 



assignee of record of tha anllra Intaresi 
See 37 CFR 3.71. Statement undar 37 CFR $.73(&>ls enclosed. 
(Fomi PTO/SB«6) 



[x1 attorney or agent of record. 

R©gistratior» ftuittber Jo>->/? 



I I attorney or agent acting under 37 CFR 1 .34. 
Reglstr^on number tr acting und«r 37 Cl^ 1.34 . 



}natvire 
S, Jared Pitts 



Typed or printad nama 



480 385-5060 



Telephone number 



July 22, 2005 



Data 



NOTE: Signatures of all ^e Inventors or asfiigneed of record of the entire interest or their raprefientatlva(fi> are required. 
SutxnB multlpla fonrts If more than one signature ts required, see belov^. 



□ 



•Toialof 



fom& are submitted. 



TO* CdtediOn of information is iBquirad by S5 U.S.C- 1 32. The Intocmatlon l» required to Obtain or retain a bgnefit by tha puWte wWch Jb to flta (and by tho USPTO 
to proGeaa) en ^pnesOoa CortfldenSality is flOv«frt©d by 35 U.SlC. 122 end 37 CFR 1.11, 1.14 and 41^. Thl» wUeCtlon is CStkTWrted to tato 12 minutoB to 
oon^etfr. inclui£n9 gathomg, prepanng. end submitting the completed application rorm to tfto USPTO. Hmo w9 vary depsnding upon the inEflvtdual esse, Any 
oommentQ on the emount of ttmo you retire to oemplot* ihi« fOmi andtor auggestiona for raducing thia burden, should be servt to the Chief InfOrmatton Offoar. 
US. Patent and Trademarfc Office. U.& Departmeirt ct Commeroe, P.O. Sox 1450. Atexandrfa. VA 22313-1450. DO NOT SBsID FEES OR COMPieTEO 
FORMS TO THIS ADDRESS. SEND TO: Man Stop AF, COremisstDner for Patents, P.O. Box 1460^ Alexandria. VA 22313-1460. 

If you fiedd assistanca in DompfeUng the fbim, caS 1^&X>-PT0'9 199 and select Opb'oi) 2. 



PAGE4f9 * RCVD AT 7/22/2005 5:43:50 PM [Eastern Daylight Time] ' SVR:USPTO{FXRF-e/26 * DNIS:2738300 * CSID:48I)385S061 ' DURATION (mm-ss):02-28 



Jul. 22. 2005 2:40PM INGRASSIA FISHER & LORENZ PC 



No. 1361 P. 5 

^ RECEIVED 

JUi- 2 2 2005 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Appl. No. 
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2675 
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20864,00600 (028.1 108Z1) 
29,906 



Confirmation No. 2112 



ARGUMENTS ACCOMPANYING PRE-APPEAL BRIEF REQUEST FOR REVIEW 

L Status of Claims 

Claims 1 6, 21 -40, 42-50 and 52-63 are cuirently pending in the application, with 
claims 16, 37, 42, 52, and 63 being independent 

In general, the claimed invention is directed toward a touch pad system that uses 
capacitance to detect the presence of objects. Using the language of independent claim 52, the 
touch pad includes a conductive touch layer, where the "conductive touch layer has a 
conductivity selected to create an image of said conductive object that is larger than an area of 
contact of said conductive object to thereby increase the capacitance of the formed capacitor 
and &cilitate sensing of the capacitance to detemaine a position of the conductive object.^ 
Thus, the touch pad system uses a conductive touch layer to increase capacitance, and thus 
improve the performance of the touch pad system. j 

I 

1 

! 
t 
■ 

I 

I 

1 
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II- Rejections under 35 U.S.C. S 103 

In the office action dated Sept 22, 2004, claims 16, 21-23, 25, 27-33, 37^0, 42-50, 52- 
57 and 60-62 were variously rejected under 35 U.S.C. § 103(a) as being iinpatentable over 
Grabner et al (U.S. Patent No. 4,73 1,694), in view of MiUer et al (U.S. Patent No. 5,374,787). 

As to independent claims 16, 37 and 52, the Examiner stated that Grabner disclosed a 
touch pad system comprising a sensor layer and an itisulative layer (citing FIG. 1 items 7, 8 
and 24, and column 3 lines 20-22, 31-61 and column 4, lines 26-30.) The Examiner noted 
that in one special embodiment of the touch pad the insulative layer 24 also comprises a- 
metallized layer as a conductor on an upper flat surface. The Examiner then admitted that 
Grabqer does not disclose the touch layer having a conductivity selected to create an 
electrical image of a condnctive object that is larger than an area of contact of said 
conductive object contacting said touch layer* However, the Examiner then stated that 
Milter discloses, in column 8, line 58 to colxunn 9, line 25, a touch layer having a conductivity 
selected to create an image of a conductive object that is larger than an area of contact of said 
conductive object, and wherein said sensor layer capacitively detects the image of said 
conductive object when a user places a conductive object proximate said touch layer. The 
Examiner then concluded that it would be have been obvious for one of ordinary skill in the 
art to combine the references* 

In a response to this rejection jSled December 7, 2005, applicants argued that the 
Examiner has mischaracterized the Grabner and MiUcr references. With regard to the touch 
pad in Grabner, applicants noted that the touch pad disclosed in Grabner is best described a 
resistive-based touch pad where a change in resistance is used to determine object 
location. Specifically, a pressure-dependent resistance is coupled to fixed capacity and used 
as the measuring variable. See the abstract of Grabner , See also column 4, lines 37-63 and 
FIG. 2 that illustrates an equivalent circuit diagram for the Grabner touch pad and describe it 
as being based upon a change in resistance due to pressure on the touch pad. Thus, Applicants 



2 
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argued that nowhere is Grabner described as capacitively detecting an object or "an image of 
the conductive object" as recited in independent claim 52. 

Furthermore, applicants noted that the covering 24 of Grabner is described as 
metallized on its upper flat side and electrically grounded, with the metallization effective as a 
shield. See column 4, lines 26-29. Applicants subttwtted that such a presumably high- 
conductivity, grounded layer would hinder any sort of effective capacitive detection of an 
image of a conductive object. Thus, applicants ai^ed that Grabner does not teach 
capacitive detection, nor could the metallized layer 24 be used to generate an image that 
is capacitively detected. 

Then, with regard to Millg. applicants argued that Miller does not teach a touch layer 
"having a conductivity selected to create an image of a conductive object that is larger than an 
area of contact of said conductive object*'. Instead, Miller specifically teaches an insulative 
touch layer^ See column 8, lines 58-60 and FIG. ID, where Miller teaches "An insulating 
layer 24 is disposed over the sense pads 22 on the top surface 1 6 to insulate a human finger 
or other object therefiom" (emphasis added). Applicants noted that FIG. 1 D clearly shows the 
insulating layer 24 on top the device. Thus, insulating layer 24 would clearly comprise the 
'^uch layer" of the device. Clearly, any conductive elements described by Mller are in the 
underlying sensor layers, and would not be touched and thus not be part of any '^uch layer". 

Thus, applicants argued that Miller clearly teaches an insulative touch layer, and that 
Miller likewise feils to teach a touch layer having any specified conductivity. Furthermore, 
applicants argued that it fiiils to teach the conductivity selected to create an "image larger than 
an area of contact". 

In response to these arguments, the Examiner has issued a final rejection dated April 
22, 2005, from which Applicants now make this appeal. In this final rejection, the 
Examiner first maintained the original rejections based on Grabner and MUIer . Then, in 
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resp02ise to Applicants arguments, the Examiner noted that Applicants have argued that Miller 
discloses an insulative touch layer. See final the final rejection page 12, item 8. The 
Examiner however, failed to address applicants' arguments with regard to Miner 
teaching only an insulative touch layer 

Instead, the Examiner then states that Grabner discloses that the insulative layer 24 
also comprises a metallized touch layer as a conductor on the upper surface, and then states it 
would have been obvious that this extra layer shows the three layers of the touch pad with the 
sensor layer on the bottona, the insulative layer on the top of the sensor layer and the 
conductive layer on top the insulative layer. The Examiner then states that this order could be 
advantageous as to have better touch detection. Thus, the Examiner concludes that the 
"conductive touch layer is taught by Grabner **> See page 13, line 3, of the April 22, 2005 
final ofGce action. 

However, this directly contradicts previous statements by the Examiner. As stated 
above, the Examiner has repeatedly admitted that Grabner does not disclose the touch layer 
having a conductivity selected to create an electrical image of a conductive object that is 
larger than an area of contact of said conductive object contacting said touch layer. See 

page 3 of the final office action dated April 22, 200S. 

UL Arguments 

The Examiner has failed to make a prima facie case of obviousness. Specifically, the 
Examiner has failed to show that either reference teaches a conductive layer having "a 
conductivity selected to create an image of said conductive object that is larger than an area of 
contact of said conductive object to thereby increase the capacitance of the formed capacitor 
and Militate sensing of the capacitance to determine a position of the conductive objecf ^ as is 
recited in independent claim 52, and similarly recited in other independent claims. 
Specifically, the Exanmier has previously admitted that while Grabner teaches a touch sensor 
with a conductive layer, it does not teach a conductive layer having a conductivity selected to 
create an image of said conductive object that is larger than an area of contact of said 
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conductive object to thereby increase the capacitance of the fonned capacitor and facilitate 
sensing of the capacitance to detennine a position of the conductive object. Furthermore, 
Miller clearly docs not teach any sort of conductive touch layer. Instead Miller only teaches 
an insulative touch layer. 

Thus, nether reference teaches a conductive touch layer having a conductivity 
selected to create an electricaj image of a conductive object that is larger than an area of 
contact of said conductive object contacting said tonch layer. Thus, the rejection cannot 
stand and must be withdrawn* 



IV* Conclusion 

In view of the foregoing, it is submitted that the Examiner's reliance upon Grabner 
and/or Miller alone does not support an obviousness rejection of independent Claims 16, 37, 
42, 52, and 63. As such, and because claims 21-36, 38, 39, 40, 43-50, and 53-62, depend 
from one of the independent claims, the above-noted rejections should be withdrawn. Hence, 
Applicants request that the reviewing panel find that the present application is in condition for 
allowance. 



Respectfully submitted. 



INGRASSIA FISHER & LORENZ 



Dated: July 22, 2005 




S. Jared Pitts 
Reg. No. 38,579 
(480) 385-5060 
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